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PRELIMINARY STATEMENT

Opposer Carefusion 2200, Inc. (“Opposer”) omgsoApplicant Entrotech Life Sciences,
Inc.’s (“Applicant”) applicaions for registration of thenarks CHLORADRAPE (Ser. No.
85/499,332), CHLORABOND (Ser. No. 85/499,33CHLORABSORB (®r. No. 85/499,345)
and CHLORADERM (Ser. No. 85/499,349) (aadtively, the “Applicaibns”). Opposer’s
opposition is without merit because Applicant’s nsaske not likely to result in confusion with
Opposer, its CHLORAPREP @HLORASHIELD marks, or ay goods offered thereunder.
Additionally, Opposer has waiveditlaim of lack of bona fide iant to use by failing to raise
any argument or cite any evidence in suppbits claim in its trial brief.SeeTBMP 801.01 (“If
a party fails to reference a pleaded claim orm@ffitive defense in its brief, the Board will deem
the claim or affirmative defense to have been waived.”)

Applicant submits this trial bef in support of its position.

Il. DESCRIPTION OF THE RECORD

The record in this matter consists of the following materials:

1. The trial testimony of Opposer’'s witnedsnnifer Raeder-Devens and accompanying
exhibits, taken by Opposer on March 13, 2015 and filed by Opposer on September 4,
2015 [Dkt. 79].

2. The trial testimony of Applicant’s witness Dr. George J. Holinga and accompanying
exhibits, taken by Applicant on May 14, 2015.

3. The trial testimony of Applicant’s withegames E. McGuire and accompanying exhibits,
taken by Applicant on May 12, 2015.

4. The trial testimony of Opposer’s witness Xareidenberg and accompanying exhibits,
taken by Opposer on March 12, 2015 and filed by Opposer on August 20, 2015 [Dkt. 77].

5. The trial testimony of Opposer’s rebutigatness Jennifer Raeder-Devens and
accompanying exhibits, taken by OpposerJune 23, 2015 and filed by Opposer on
August 20, 2015 [Dkt. 76].



6. The trial testimony of Oppes’s rebuttal witess Carol Schultz and accompanying
exhibits, taken by Opposer on June 23, 2015 and filed by Opposer on August 19, 2015
[Dkt. 75].

7. Subject to Applicant’s objection, Opposelstice of Reliance pursuantto 37 C.F.R. §
2.122(e) dated March 5, 2015 offering @ds regarding the recognition of
CHLORAPREP.

8. Opposer’s Notice of Reliance pursuant to 37 C.F.R. § 2.122(e) dated March 5, 2015
offering printouts from the United StatBatent and Trademark Office’'s TESS and
ASSIGN databases for Registration Nos. 1,930,248, 4,052,849, and 4,488,745.

9. The discovery deposition of James E.@®dare and accompanying exhibits, taken by
Opposer on December 10, 2014 and filed by Opposer under a Notice of Reliance on
March 5, 2015 [Dkt. 44,45, 46].

10. Subject to Applicant’s objection and gending Motion to Strike, the discovery
deposition of John Halsey and accompanying exhibits, taken by Opposer on December
12, 2014 and offered into evidence by Opposer under a Notice of Reliance [Dkt. 59].

11.Subject to Applicant’s objection and gending Motion to Strike, the discovery
deposition of John Foor, M.D. and accompanying exhibits, taken by Opposer on June 17,
2014 and offered into evidence by Oppaoseder a Notice of Reliance [Dkt. 58].

12.0Opposer’s Notice of Reliance pursuant to 37 C.F.R. § 2.122(e) dated March 19, 2015
offering a printout from the United StatPatent and Trademark Office’s TESS and
ASSIGN databases for Application Serial No. 86/473,970 [Dkt. 48].

13.0Opposer’s Notice of Reliance pursuant to 37 C.F.R. § 2.122(e) dated March 19, 2015
offering ten (10) printouts from the Unit&lates Patent and Trademark Office’'s TESS
and ASSIGN databases of third-party regions for marks with the CHLORA prefix
[Dkt. 49].

14.0pposer’s Notice of Reliance pursuant to 37 C.F.R. § 2.122(e) dated March 19, 2015
offering twenty-two (22) printouts from the ed States Patent and Trademark Office’s
TESS and ASSIGN databases of third-paetyistrations for goods competitive with
Opposer's CHLORAPREP and CARASHIELD goods [Dkt. 50].

15.Opposer’s Notice of Reliance pursuanBibC.F.R. § 2.120(j) dated March 19, 2015
including two (2) interrogatees and responses [Dkt. 51].

16.Opposer’'s Amended Notice of Reliance parsuto 37 C.F.R. § 2.120(j) dated March 23,
2015 including two (2) interrogatories and responses [Dkt. 52].

17.Subject to Applicant’s objection, OpposeNstice of Reliance pursuant to 37 C.F.R. §
2.122(e) dated July 1, 2015 offering adplentry from Allnurses.com.




18. Applicant’s Notice of Reliace pursuant to 37 C.F.R. § 2.120(j) making of record
responses from Opposer to Applicant’s imtgatories and Agdant’s request for
admission (Exhibits D1 and D2) [Dkt. 61].

19. Applicant’s Notice of Reliare pursuant to 37 C.F.R. § 2.18pmaking of record third-
party United States trademark applicatibmrsmarks containing tletters “C-H-L-O-R”
or “C-H-L-O-R-A" for goods relevant to thi®pposition (Exhibits B+ B6) [Dkt. 62].

20.Filed Under Seal Pursuant to Stipulatedt®ctive Order, Applicant’s Notice of Reliance
pursuant to 37 C.F.R. § 2.120(j) making of mecthe redacted version of the discovery
deposition of Opposer taken under Rule 30(df@he Federal Rugeof Civil Procedure
of Mr. Jan Creidenber(Exhibit C1) [Dkt. 63].

21. Applicant’s Notice of Reliare pursuant to 37 C.F.R. 8§ 2.18Dmaking of record third-
party United States tradenkaregistrations for marks caihing the letters “C-H-L-O-R”
or “C-H-L-O-R-A” for goods relevant to th®pposition (Exhibits A1 — A24) [Dkt. 64].

22.Applicant’s Notice of Reliace pursuant to 37 C.F.R. § 2.120(e) making of record
publicly available Internet materials ta&slish the weakness of the CHLORAPREP
mark and product and any goodwill Opposer akegjgher may have (Exhibits J1 — J4)
[Dkt. 65].

23.Applicant’s Notice of Reliace pursuant to 37 C.F.R. § 2.120(e) making of record
publicly available Internet materials to establish the co-existence in the marketplace of
Opposer's CHLORAPREP and CHLORASHIELDarks with other marks containing
the letters “C-H-L-O-R” of'C-H-L-O-R-A" for goods relevant to this Opposition
(Exhibits F1 — F34) [Dkt. 66].

24. Applicant’s Notice of Reliace pursuant to 37 C.F.R. § 2.120(e) making of record
publicly available Internanaterials to establish thmirchasing conditions and the
sophistication of the purchasers of the gaatdssue in this Opposition (Exhibits G1 —
G7) [Dkt. 67].

25. Applicant’s Notice of Reliace pursuant to 37 C.F.R. § 2.120(e) making of record
publicly available Internet nterials to establish the scope of Opposer’s use of its
CHLORAPREP and CHLORASHIELDnarks and the co-existenicethe marketplace of
Opposer's CHLORAPREP and CHLORASHIELDarks with other marks containing
the letters “C-H-L-O-R” for goods relevanttitis Opposition (Exhilis 11 — 114) [Dkt.
68].

26. Applicant’s Notice of Reliancpursuant to 37 C.F.R. § 2.120(e) making of record official
records relating to the marks at issue is pposition (Exhibits E1 — E20) [Dkt. 69].



27.Filed Under Seal Pursuant to Stipulated &tive Order, Applicant’s Notice of Reliance
pursuant to 37 C.F.R. § 2.120(j) makingetord Opposer’s discovery response and
documents produced to Applicant in tpposition (Exhibits H1 — H5) [Dkt. 70].

[I. STATEMENT OF THE ISSUE

The sole issue in this consolidated Opposiparceeding is whethergplicant is entitled
to registration of the marks CHL@®ERM, CHLORABSORB, CHLORABOND, and
CHLORADRAPE as they appear in the subjagplications for the goods identified in
Application Serial Nos. 85/499,349, 890,345, 85/499,337, and 85/499,332, respectively.

V. RECITATION OF THE FACTS

A. Applicant and the Entrotech Group of Companies

Applicant is one of several companies afféd with entrotech, inc. (“Entrotech”). Jim
McGuire began Entrotech in 1999 after years/ofking as a chemist and scientist for large
industrial companies. (Tridlestimony of James McGuire (“McGuire Tr.”), 32:17-18). A
specialist in adhesive techogly (Discovery Testimony of James McGuire (“McGuire Disc”),
9:19-21, 10:16-18) and problem-solver by naf{iMeGuire Tr., 24:16-18), McGuire began
Entrotech with the intention of creating an adtgtive to the overly-conratized old guard of
companies — such as Opposer — operating indhareed materials space. Entrotech’s home is
the lab, not the conference room; it is a meraogrrewarding innovatiomot contributions to a
healthy EBITDA; it invests innnovation, not refining what isralady established and proven;
and it prizes efficiency and taboration over blind dherence to antiquated business methods.
(McGuire Tr., 42:11-17, 46:1-11, 78:23-79:9, 105:21-106:15, 122:13-1P8Bal;Testimony of
George Holinga (“Holinga Tr.”), 41:3-44:2, 14:-25.) Accordingly, Entrotech’s name is

derived from the word “entropy,” an acknowledgement that it embraces disorder and



counterintuitive solutins, as opposed to simply embraanegporate norms. (McGuire Tr.,
41:17-42:17.)
|
(McGuire Tr., 10:12-20; AX 1.) Along with Applicanwhich is in the life sciences industry,
Entrotech’s affiliates include: Entrochem, whishn the acrylate and urethane chemistries
industry; Entrotech Electronic Materials, which works on adhesivéhe electronics industry;
Entrotech Composites, whichirsthe carbon fiber industrynd Entrochem Manufacturing and
Fulfillment, which manufactures certain of Entrotech’s products, including the products offered

under the CHLORADRAPE and CHLORADERM mark@cGuire Tr., 43:19-45:13 ||}
B (VicGuire10:12-20, 38:6-41:13; AX 1)

In addition to the products at issue irsthroceeding (which are addressed below),

Entrotech has significant expence developing medical devicand other products in the

I (G Tr, 63:13-

64:9; McGuire Disc., 37:22-39:193imilarly, Entrotech has delped trauma care devic.
I i cluding: BATTLEVIEW, which allowsits users to locate veins for
intravenous administration of fluidBATTLEWRAP, BATTLE BANDAGE, and CROC,
devices to control hemorrhad I and sSENTINEL, a se |
(McGuire Tr., 165:24-168:21.) @gplicant’s research and déepment of medical products

echoes one of Entrotech’s foundiprinciples, namely, to “save lives, whether it's on the



battlefield or in the hospitar in a clinic.” (HolingaTlr., 40:19-41:2; McGuire Disc., 156:11-

18.)

B. Opposer and Its CHLORAPREP and CHLORASHIELD Marks

Opposer owns and has asserted inghigeeding the following registrations:

1. CHLORAPREP (Reg. No. 1,930,248) fooftical antimicrobial solutions”;

2. CHLORAPREP (Reg. No. 4,052,849) forrtiad-spectrum antiseptic”; and

3. CHLORASHIELD (Reg. No. 4,488,745) féantimicrobrial catheter patch

dressing.”

Opposer’s products offered under these marksantiseptic products. Each of the
products’ active ingradnt is chlorhexidine gluconate (“CH@;a salt form of the chlorhexidine
molecule. (Trial Testimony of Jennifer Raedevens (“Raeder-Devens Tr.”), 52:9-25.)
Chlorhexidine is a powerful antimicrobial. (Huda Tr., 46:5-14.) As its name indicates, the
chlorhexidine molecule (and CHG) includetahlorine atoms which are central to the
chemical structure of the molecule and its effentess as an antiseptig-olinga Tr., 143:1-8;
McGuire Tr., 73:23-74:20.)

The terms CHLOR, CHLORA, and CHLORO areduently used — often as a prefix — to
indicate products that, lIkEHLORAPREP and CHLOROSHIELDnclude, in one form or

another, chlorine, many of which have disinfettar antiseptic properte (Holinga Tr. 143:1-



144:3, 146:5-17; McGuire Tr., 174:4-17, 175:17-21, 25260:15.) The Principal Register is

replete with such mardNOR 49; NOR 64; OX 80):

Mark

Reg. No.

Identification of Goods and Nature of Use in
Commerce

CHLORAG+ARD
(Stylized)

4,071,394

Class 10: Antiseptic catheter surface sold as an
integral component of catheters

Catheter with chlorhexidine solution chemically
bonded to its surface (NOR 66, Ex. F6)

CHLORASEB

4,012,226

Class 5: Antibacterial ahantifungal sprays for us
on pets and animals

Antiseptic spray for pets and animals; 2%
chlorhexidine (NOR 66, Ex. F2; OX 90)

CHLORAZENE

1,530,509

Class 5: Antiseptic powder

Additive to whirlpools to cleanse open wounds,
promote healing; anti-miobial formula (NOR 66,
Ex. F3; OX 84.)

CHLORADINE

3,608,454

Class 5: Antimicrobiasolution for teat dip;
disinfectant for veterinary use

2% CHG formula for prepping animal surfaces
prior to surgery (NOR 66, Ex. F4; OX 88.)

CHLORACEL

0,649,510

Class 1: Sodium aluminum chlorhydroxy lactat
and other aluminum chlorhydroxy compounds

Antiperspirant (OX 81)

CHLORO-SOL

2,717,529

Class 5: All-purpose disinfectant spray and
towelettes premoistened with disinfectants

Bleach disinfectant solution for decontaminatior
of healthcare surfaces (NOR 66, Ex. F7)

CHLOROSTAT

1,600,325

Class 5: Antimicrobial skin cleanser

Topical antimicrobial chlorhexidine solution (NQ
66, Ex. F8)

AGRICHLOR

4,301,656

Class 5: Bacicides and biocides

e
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Chlorine-based disinfeatasolution (NOR 66, EX.
F9)

H-CHLOR

4,518,543

Class 5: Medical cleansefor skin and wounds
containing sodium hypochlorite; Pharmaceutica
preparations for wounds containing sodium
hypochlorite

Chlorine-based solution with antimicrobial effec
meant to treat skin and tissue infections (NOR 6
Ex. F10)

[
56,

TRICHLOR-O-CIDE
(Stylized)

645,578

Class 5: Powdered bactericide for household or
industrial use

CHLORLITE

2,328,894

Class 3: Concentradl laundry destainer

Hypochlorite-based stain remover (NOR 66, Ex
F11)

CHLORCID

2,057,459

Class 5: Dental preparatis, namely, disinfecting
solutions for irrigating, deriding and disinfecting
a root canal

CHLOROPTIC

888,556

Class 5: Ophthalmic preparations

VALCHLOR

4,538,181

Class 5: Pharmaceutical preparations for the
treatment of lymphomas, non-Hodgkins
lymphomas, cutaneous T cell lymphomas, mycg
fungoides

Mechlorethamine-based gel for treatment of
lymphoma (NOR 66, Ex. F12)

DSIS

SOCHLOR

2,674,665

Class 5: Medicated eye products, namely,
hypertonic solutions and ointments for the eyes

Sodium chloride-hypertac solution for eyes
(NOR 66, Ex. F13)

VITAL-CHLOR

4,388,724

Class 5: Pharmaceutical products, namely,
medicated shampoos, skin cleansers, body
cleansers, hair cleansers, skin conditioners, boc

ly

conditioners, and hair conditioners; pharmaceuTcal

preparations for skin care; fungal medications




CHG-based antibacterial shampoo for animals
(NOR 66, Ex. F14)

ECONO-CHLOR

4,344,115

Class 1: Water treatment chemicals for use in
swimming pools and spas

HYDROCHLOR

4,290,040

Class 5: Whirlpool and spa deodorizer

Bacteria-killing additive to hydrotherapy
treatments (NOR 66, Ex. F16)

HYPO-CHLOR

3,226,832

Class 5: Sterile sodium hypochlorite for use as a

decontaminate and as a disinfectant in clean ropms

Disinfectant for cleanrooms and controlled areas

(NOR 66, Ex. F17)

POWER CHLOR

3,759,034

Class 5: Bactericides; s#imers and algaecides for

use in swimming pools

Bactericide for use ipool (NOR 66, Ex. F18)

TOP-CHLOR

3,621,333

Class 1: Swimming pool water treatment
chemicals, namely, chlorine

Chlorine tablets for wesin pools (NOR 66, Ex.
F19)

NAT-CHLOR

1,383,844

Class 1: Swimming pool water treatment
chemicals, namely, chlorine

VALUE CHLOR

2,167,634

Class 1: Chlorine for use in swimming pools

CHLORALOY

1,012,945

Class 19: Sheetssghthetic polymer material for
construction purposes, particularly shower lines

Shower pan liner waterproofing membrane; ma
from chlorinated polyethelone (OX 83)

e

CHLORAZONE

2,219,205

Classl: Synthetic polymer in the form of solid
slabs, strips and other pre-formed solid shapes,
used to manufacture a wide variety of products
intended to be in redar contact with water

Rubber toilet flapper designed to withstand




chemicals in water, specifically free chlorine anc
chloramines (OX 85)

Likewise, there are many common law usE€HLOR for goods that include chlorine,

many of which have disinfectaar antiseptic properties:

)

—

n

Mark Nature of Use in Commerce
CHLOR-XTRA Sodiumhypochbrite solution; used for
irrigation, debridement and cleansing of rog
canals during and after instrumentation (NC
66, Ex. F20)
SOCHLOR Chlorine disinfectant wipes and other
products (NOR 66, Ex. F21)
ENOCHLOR Calcium hypochlorite; used as bactericide
drinking water, swimming pool water, etc .
(NOR 66, Ex. F22)
CHLORA CLENS Pet wound care spray that includes
chlorhexidine (NOR 66, Ex. F23)
CHLORA-DIP Teet dip that icludes chlorhexidine (NOR 6¢
Ex. F24)
CHLORA TABS Chloramphenicol product (NOR 66, Ex. F2
CHLORACOL Chloramphenicol product used to treat
bacterial eye infeatins (NOR 66, Ex. F26)
NAT-CHLOR Chlorine product tastabilize chlorine levels
for swimming pools (NOR 66, Ex. F27)
ECONOCHLOR Antibiotic eye drop (NOR, Ex. F15)

Additionally, there are pendirglowed applications of maskthat include chlorine, many

of which have disinfectant @antiseptic properties (NOR 62):

Mark Ser. No. Identification of Goods
CHLORIGATE 85/770,389 Classb: Bactericides and
biocides
CHLORIGATION 85/770,419 Classb: Bactericides and

10



biocides

QUADRACHLOR 86/159,827 Classh: Medicated skin care
preparations, namely, creams,
lotions, ointments, and
suspensions; Gels, creams and
solutions for dermatological
use; Medicated ointments
for treating dermatological
conditions; Medicated
shampoos

ENOCHLOR (Stylized) 86/472,081 Class 5: All purpose
disinfectants for inhibiting
growth of bacteria;
Antiparasitic preparations;
Antiseptics; Chemical
preparations to treat mildew;
Depuratives for the body;
Disinfectants for chemical
toilets; Disinfectants for
hygiene purposes; Germicides;
Pharmaceutical preparations
for use in chemotherapy;
Sterilising preparations and
substances

SMARTCHLOR 86/288,035 Class 1: Water purification
chemicals contained in
cartridges and dispensers for
use in killing bacteria and
algae in swimming pool, hot
tub and spa; algaecides and
bactericides for swimming
pool, hot tubs and spas

IV CHLOR 86/223,486 Class 1: Sodium hypochlorite

Like the above marks, Opposer's CHRAPREP and CHLORASHIELD marks follow
the established convention of indicating the eneg of chlorhexidine or chlorine in their

respective products by using the CHLOR or CHLORA préfix.

! Opposer’s witnesses evaded testifying as to the meaning or derivation of the CHLORA compthresntrafrks.
(Discovery Testimony of Jan Creidenberg (“Creidenberg Disc.”) 73:17-76:2.) Nevertheless, Oppitseinats
trial brief that it uses “the ‘chlora’ prefix to reference use of the chlorhexidine molecule.” (Dkt. No. 82
(“Opposer’s Tr. Brief.”), p. 31.)

11



The suffixes of each mark — PREP and SHIEtd3pectively — are similarly descriptive.
PREP in CHLORAPREP describes preoperasikia preparation. (Creidenberg Disc., 72:25-
73:5; Trial Testimony of Jan Creidenberg (&€fenberg Tr.”), 255:10-13; NOR 68, Ex. 12.)
SHIELD in CHLORASHIELD desibes the product’s function ahielding or protecting the

insertion site from the outside environmef(fEreidenberg Tr., 255:14-20; NOR 68, Ex. 14.)

CHLORAPREP has peacefully coexisted ia tharketplace with the above-listed marks
despite their common use of the term CHLQOWotably, in 2005, the Division of Medication
Errors and Technical SupporOMETS”) of the Center fobrug Evaluation and Research
considered whether use of the brand nameé@RIASCRUB for goods largglidentical to those
offered by Opposer under the CHLORAPREP ntarld co-exist without confusion in the
marketplace with CHLORAPREP. (NOR 69, EQ.) DMETS ultimately determined that
CHLORASCRUB and CHLORAPREP “may coexisttite marketplace” based, in part, on their

“lack of convincing orthographiand phonetic similarities.”ld.)?

Opposer sells its CHLORAPREP proc
I (Crcidenberg Diset5:13-15, 140:19-141:20; Creidenberg Tr., 269:4-

16.) Although its CHLORASHIELDproduct is in its infancy, pahase orders for that product

2




range fronfj il - (Creidenberg Tr., 271:22-27208¢ 65.) Opposer’s goal is [}

I  (Ccideriberg Tr.

269:10-270:18.)

Opposer’s marketing efforts related to MdLORAPREP products ka been subject to
scrutiny. Specifically, in January 2014, Oppoagreed to pay $40.1 million “to settle civil
[False Claims Act] allegationsdhit paid kickbacks . . . to ¢éhphysician co-chair of the Safe
Practices Committee at the NatibQauality Forum . . . and . . . knowingly promoted the sale of

ChloraPrep for uses that the FDA had not aped, some of which were not medically accepted

13



indications, and made unsubstat@threpresentations about the aypiate uses of ChloraPrep.”
(NOR 68, Ex. I1, pp. 22-23.) Opposer’s malfeasamae the subject of a press release issued by
the Department of Justice amas widely reported in the indtry. (AX 14; McGuire Tr., 160:4-
164:2.)

Also, Opposer's CHLORAPREP products/bdeen criticized by nurses and other
professionals because surgical drapes dadeguately adhere to skin prepared with

CHLORAPREP products. (AX 52, pp. 3-4; McGuire, 247:8-249:21. || GG

(McGuire Disc., 76:8-12; McGuire Tr., 243:244:8, 245:5-23. || | |  EGTcGEGE

. (140:25-142:2.)

C. Entrotech’s Failed Collaboration with Opposer on a Chlorhexidine-
Impregnated Surgical Incise Drape

I. The Significant Market Demand for a Chlorhexidine-Impregnated
Surgical Incise Drape

'_\
o



15
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iii. Opposer’s Allegations that Entrotech Acted or Competed Unfairly
Are Baseless

® Opposer’s application to register CHLORASHIELD for “surgical incise drape” matured to registatdarch
11, 2014. (NOR 69, Ex. E1.) Opposer pleaded its egajphn in its notice of opposition and, later, pleaded its
registration in its first amended notice of opposition. (Dkt. Nos. 1,

\
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D. Applicant’'s Chlorhexidine-Based Products

I Consistent with the namirapnvention described above, each of these
product names combines the CHLORA prefix —icate that it servean antiseptic function —
with a term that describes thetuma or function of the product:

1. CHLORADRAPE is Applicant’s brand name for its chlorhexidine-impregnated

surgical incise drape. The name’s suffix — DRAPE — refers to the product type.

(McGuire Tr, 189:22-190:12 |
I (V/cGuie Tr., 208:7-209:25, 213:3-214:4.) As

noted above, there are no chlorhexidin@fiegnated surgical incise drapes on the

market.
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CHLORADERM is Applicant’s brand name for its antimicrobial thin film
dressing. The name’s suffix — DERM — nmef¢o skin, i.e., epidermis, connoting

where the product is used and the thin skin-like composition of the prodidict. (

220:1-10.)

CHLORABSORSB is Applicant’s brand name for its antimicrobial thin film
dressing with an absorbent pad in the centiel,, Z38:4-15.) The name’s suffix —

ABSORB - refers to the absorbgmbperties of the product’s padd.( 238:22-

2501 I
I (. 239:15-240:3)

CHLORABOND is Applicant’s brand mae for its high-adhesion topical
antimicrobial solution. I¢l., 173:15-18, 241:14-18.) The name’s suffix - BOND
— refers to the productadhesive propertiesid(, 242:5-18.) Applicant has filed

patent applications for theoduct’s underlying invention.ld., 243:9-20.)

Applicant filed intent-to-use trademarflications for the above brand names on

December 19, 2011, and they were published for opposition on May 29, 2012.

Applicant did not select these brand namésnding to associate its products with any

products in the marketplace, much less Opposelds, 262:14-17.) In fact, Applicant’s

products — particularly CHLORABOND — waeveloped to improve upon the CHLORAPREP

product’s well-established poor adinge qualities. This is espatly the case now that Opposer
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and its CHLORAPREP product were the subgdc highly-publicized DOJ investigation,
complaint, and settlementld(, 164:3-25.)

V. ARGUMENT

Opposer’s First Amended Notice opfosition asserts two grounds for refusing
registration to Applicant’'s mask (i) a likelihood of confusin between Applicant’s marks and
Opposer’s registrations of CHIRAPREP and CHLORASHIELD; an@) Applicant’s lack of a
bona fide intent to use its marks at the timdetfits Applications. (Rt. No. 24.) Opposer has
not presented any evidence of Aipant’s lack of a bona fide intent to use its marks or any
argument in support of this claim in its trialddft Thus, the Board should deem it waivé&tke
TBMP 801.01 (“If a party fails to reference a pled claim or affirmative defense in its brief,
the Board will deem the claim or affirmative dese to have been waived.”) Accordingly, the
only ground for opposition before the Boardigposer’s claim undelr5 U.S.C. § 1052(d).

A. Legal Standard

“In opposition proceedings, the opposer Bahe burden of establishing that the
applicant does not have thght to register its mark.’'Hoover Co. v. Royal Appliance Mfg. Co.
57 U.S.P.Q.2d 1720, 1722 (Fed. Cir. 2001). Thus, the opposer who relies on 15 U.S.C. §
1052(d) must “both establish a prima facie cadéelfihood of confusion and carry the ultimate
burden of persuasion.Yamaha International Corp. v. Hoshino Gakki GbU.S.P.Q.2d 1001,
1007 (Fed. Cir. 1988). Although, as Opposer natesbts as to whether confusion is likely are
to be resolved against the newcomer, thisyprggion applies “especiallyhere the established
mark is one which is famous and applied to an inexpensive product bought by all kinds of people
without much care."Specialty Brands, Inc. v. Coffee Bean Distributors,, 823 U.S.P.Q.
1281, 1285 (Fed. Cir. 1984). As described below, mdtieese circumstancéspresent in this

case.
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In order to determine the likelihood of confurs, the Board considetke factors set forth
inInre E.l. du Pont de Nemours & CA4.77 U.S.P.Q. 563, 567 (CCPA 1973). ThePont
factors are not to be mechanically appli&ke Citigroup, Inc. v. Capl City Bank Group, Ing.
98 U.S.P.Q.2d 1253, 1261 (Fed. Cir. 20¢Ojtigroup’s approach omechanically tallying the
Dupontfactors addressed is improper, as theofadhave differing weights.”). Likewise, the
DuPontfactors are not listed in ordef merit, and any one of themay be dispositive in a case
without consideration of the remaining factodu Pont 177 U.S.P.Q. at 56Kellogg Co. v.
Pack’Em Enterprises, Inc21 U.S.P.Q.2d 1142, 1145 (Fed. Cir. 1991) (“We know of no reason
why, in a particular case, a single Pontfactor may not be dispdsie.”). Each case must be
decided on its own facti&king into account thos#u Pontfactors that are most relevant to the
particular casedu Pon, 177 U.S.P.Q. at 567. Clearly a fatensive inquiry, “[l]Jikelihood of
confusion . . . is an ultimate conclusion whichstioe reached on all the circumstances of the
case at bar."Bongrain International (American) Corporation v. Delice de France,, lhc.
U.S.P.Q.2d 1775, 1779 (Fed. Cir. 1987). Accordintfle Board has stated that “trademark law
must necessarily be flexible responding to paldiccircumstances disclosed by particular fact
circumstances.’In re Sydel Lingerie Co., Inc197 U.S.P.Q. 629, 630 (TTAB 1977).

B. Applicant’s Marks Do Not Create a Likelihood of Confusion With Opposer’s
Marks

I. Opposer’'s Marks Are Weak andEntitled to, At Most, Narrow
Protection

That Opposer's CHLORAPREP registrations are incontestable does not, in and of itself,
prove that its CHLORAPRP mark is strongSee Therma-Scan, Inc. v. Thermoscan, B®.
U.S.P.Q.2d 1659, 1663 (6th Cir. 2002) (plaintiff' iamce on incontestable status of mark to
prove strength is “misplaced”). Likewise, Applicant may attack the strength of Opposer’s marks

without it constituting a collateraltatk on Opposer’s registrationsl.S. Steel Corp. v. The
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Nat'l Copper & Smelting Cp131 U.S.P.Q. 397, 399 (TTAB 1961). Here, the weakness of
Opposer’s marks weighs heavily agaiaginding of a likelihood of confusion.
1. Opposer’'s Marks Are Composedof Descriptive Components
Opposer's marks are composed of dipsive components ah thus, are weak.As
explained above, Opposer’s marks follow thel@dshed naming convention of using CHLOR to
describe a product that includes chlorhexidineldorine and, in many cases, includes antiseptic
properties. The marks’ suffixes — PREP andBHD, respectively — describe the functions of
the products, i.e., to prepare skam operation and to shield amsertion site from infectionSee
In re Tower Tech In¢64 U.S.P.Q.2d 1314, 1316 (TTAB 20(2xplaining that a descriptive
mark “immediately conveys informatiomigcerning a quality, characteristic, function,
ingredient, attribute or feature tife product or service in connextiwith which it is used or is
intended to be used” and finding the qmsite mark SMARTTOWR descriptive of
“commercial and industrial cooling towers and asweies therefor, sold asunit.”) |||l
I
I
2. Opposer’'s Marks Are in a Crowded Field
As reflected above, Opposer’s marks coexisthenregister and in the marketplace with
many other marks that begin with, or use,LCHR to indicate thathe products offered
thereunder include chlorhexidine or chloring gim many cases, include antiseptic properties.

This is significant for, at least, three reasongstFihe third party use @HLOR is evidence of

the descriptiveness of this component of Opposer’'s m&ges.Zobmondo Entertainment, LLC

8 Whether Registrant’s marks as a whale ultimately determined to be descriptive or suggestive is irrelevant. In
either case, they are properly described as w8ak. AMF Inc. v. Sleekcraft Bog284 U.S.P.Q. 808, 814 (9th Cir.
1979) (“In between lie suggestive marks which subtly connote something about the products. Although less
distinctive than an arbitrary or fanciful mark and #fere a comparatively weak mark, a suggestive mark will be
protected without proof of secondary meaning.”)
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v. Falls Media, LLC94 U.S.P.Q.2d 1491 (9th Cir. 2010EKtensive use of a mark by third
parties might indicate that the mark is memgcriptive of a givenlass of products.”)

Second, because CHLOR is descriptive arfceguently registered and used by third
parties, prohibiting Applicarftom registering and using tlm®@mmon term and prefix CHLOR
would prevent Applicant from competing fairly by informing consumers of the nature of its
products. See Security Center, Ltd. vré§tiNational Security Center225 U.S.P.Q. 373, 377
(5th Cir. 1985) (“The more users there ar@a &¢rm, the more its protection in a given case
would be commercially disruptivend unfair to competitors.”)

Third, when a mark, such as CHLOR, is regjistl and used by a number of third parties,
consumers — particularly sophisticated conssmeare not likely to beonfused between any
two marks in the crowdln re The Lucky Compan209 U.S.P.Q. 422, 423 (TTAB 198D);re
Broadway Chicken Inc38 U.S.P.Q.2d 1559, 1565-66 (TTAB 199@vidence of widespread
third-party use, in a particuléield, of marks containing a certagmared term is competent to
suggest that purchasers have been conditionledkdo other elements of the marks as a means
of distinguishing the source of goodisservices in the field.”) Tk is true even if the third
parties’ marks are used on produtitat do not directly competeéseelupiter Hosting Inc. v.
Jupitermedia Corp.76 U.S.P.Q.2d 1042, 1045-46 (N.D. Cal. 2004) (use of JUPITER by
companies that “provide computer, technology énternet-related pducts on or through the
Web” rendered the mark weak; court refusegdrieiminary enjoin use of JUPITER HOSTING
despite movant’s registration of JUPITER.)

Opposer claims that the third party useeafard is irrelevant because Opposer uses the
prefix CHLORA, not CHLOR oCHLORO. (Opposer’s Tr. Brief, p. 31.) This argument is

unavailing for a number of reasons. Opposeritditnat CHLORA references its products’ use
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of the chlorhexidine molecule fas antiseptic qualities(Opposer’s Tr. Brief., p. 31.) Thus, to
consumers, CHLOR, CHLORA, and CHLORO -us&d with products that have antiseptic
gualities — are essentially equivale They all describe the products’ antiseptic qualities, just as
NUTR and NUTRA both describe the nutrientstained in fertilizerelated productsSee
Thompson-Hayward Chemical Co.Qccidental Petroleum Corpl72 U.S.P.Q. 501, 501-02
(TTAB 1971) (dismissing opposition to BEST NUTRKET for fertilizers based on registration
of NUTRA-SPRAY and NUTRA-PHQOS for specialtgrtilizer compositions and holding that
opposer’s “aware[ness] of the use by othemnafks beginning with the prefix ‘NUTR’ for
similar products of others” and the fact thie highly suggestiveuffix ‘NUTR’ has been
adopted by others” weighed agdiadikelihood of confusion). A, Opposer is not the lone
user of CHLORA in the medical field. Fexample, the registered marks CHLORAZENE —
made of record by Opposer — and CHLORAG+ARDth use the CHLORA prefix for products
in the medical field. (NOR 4NOR 64; NOR 66; OX 80; OX 84.)
3. Opposer’'s Marks Are Neither Strong Nor Famous

Opposer has not presented stéfint evidence to establishettrength or fame of its
marks.

First, Opposer’s evidence of sales of itsqurcts offered under its ma is not evidence
of fame absent proof tying the sales to use of the m&&s.Goodyear Tire and Rubber Co. v.
Interco Tire Corp. (US Pats®#9 U.S.P.Q.2d 1705, 1720 (TTAB 1998nere sales alone, even

over an appreciable time period, do not sufficedtablish acquired distitiveness in and of
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themselves”; $56 million in sales not evidence of secondary meaning). Growth in sales may
only be indicative of the popularity of the prodyctsther than recognition of the marks they

bear. In re Bongrain International (American) Cord3 U.S.P.Q.2d 1727, 1729 (Fed. Cir.

1990). Here, Opposer has not presentgdesidence tying the volume of sales of

CHLORAPREP products to thelegant buyer class’ recogroti of the CHLORAPREP mark.

On the contrary, any purported popularity of the CHLORAPREP product is likely because it was
the first CHG-based antiseptic skin preparatiothe U.S. (Opposer’s Tr. Brief, p. 7.)

Likewise, Opposer’s own witness attributetiLORAPREP productgopularity to their
effectiveness, not mark recognitio(Schultz Tr., 44:18-23, 45:3-19.)

Second, Opposer’s evidenceanlvertising and marketirgpend and the number of
“impressions” its online advertising has receiagd not probative of strength because each of
these figures is presentedthout relevant contextSee Inter Ikea Sys. B.V. v. Akea, |.LCO
U.S.P.Q.2d 1734, 1738-39 (TTAB 2014) (“Adtigh raw numbers of product sales and
advertising expenses may have sufficed in thetpgstove fame of a mk, raw numbers alone
may be misleading. Some context in whiclpliace raw statistics may be necessary (e.g., the
substantiality of the sales or advertising figures for comparabls tfggroducts or services).”).
Opposer has not presented angnasible evidence establishing whet its advertising spend or
number of “impressions” are significantmodest in the medical device industyAbsent such
context, the Board cannot accord this evidence any weight.

Third, Opposer has not made of record any eptasnof its online or journal advertising.
Absent such evidence, the Board cannot agbessse of the CHLORRREP mark in these

advertisements to determine if they weigliavor of Opposer’s claim of strength.

10 As set forth in the attached Appendix B, Creideglsetestimony comparing Opposer’s advertising expenditures
to those of Opposer’s competitors is inadmissible.
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Fourth, Opposer has only made of record pieee of advertising a surgeon preference
card — distributed after 2008. (OX 30.) Likewise, Opposer has not made of record any
documents reflecting its attendance or proototf CHLORAPREP at trade shows after 2009.
Thus, at best, Opposer has graed evidence of strength afiane circa 2008-09, not as of the
date Applicant filed its Applications.

Fifth, Opposer admits that adst some of its advertisinffats do not relate solely to
the CHLORAPREP products bunstead, all of Opposer’s products. For example, Opposer
attended trade shows to promail of its brands, not jJuHLORAPREP. (Creidenberg Tr.,
98:4-15.) Similarly, Opposer has re-dubbed‘teloraPrep Reps” as the “CareFusion Reps”
because they advertise “a much broader portfdlioroducts than they did when they only had
ChloraPrep in their bag.”Id., 261:14-23.) Accordingly, Oppasg advertising evidence must
be discounted to the extahtncorporates amounts aetergy spent advertising non-
CHLORAPREP productsSee AS Holdings, Inc. v. H & C Milcor, Ind07 U.S.P.Q.2d 1829,
1838 (TTAB 2013) (discounting advertising expiges because they included amounts spent
to advertise products and marks abtssue irthe dispute).

Sixth, as explained in greateetail in Appendix B, Opposer’s evidence of purported

unaided brand awareness of the CHLORAPREK is inadmissible hearsay and lacks

foundation. |
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I
I
I,
I S Geacon Mutua
Insurance Co. v. OneBeacon Insurance GrotipU.S.P.Q.2d 1409, 1413 (D.R.1. 2005)ing
Am. Assoc. for the Advancement of Science v. Hearst,Q0pU.S.P.Q. 605, 617 (D.D.C.
1980) (“secondary meaning is determined on the bagigrohasermerception . . . “‘The question
is not whether the general public, but tekevant buyer clasassociates a name with a product

or its source.”) (emphases in original).

il. The Parties’ Marks are Distinguishable in Sound, Appearance,
Connotation, and Commercial Impression

When comparing Opposer’s aAgplicant’s respective mark#,is critical to do so in
light of the weakness of Oppasemarks and, particularly, theCHLORA prefix. “[W]here a
party chooses a trademark which is inherewtyak, he will not enjoy the wide latitude of
protection afforded the owners of strong trademm. Where a party uses a weak mark, his
competitors may come closer to his mark thanuld be the case with a strong mark without
violating his rights.” Safer Inc. v. OMS Investments i U.S.P.Q.2d 1031, 1045 (TTAB
2010) (holding that DEER-B-GON is not likely b® confused with DEER AWAY or DEER
PROFESSIONAL for deer repellantjting Sure-Fit Products co. v. Saltzon Drapery ,dd.7
U.S.P.Q 295, 296 (CCPA 1958). In such casesptiblic will look to other portions of the
marks and will not be confused unless the othetiqpes are similar, even if the goods offered
under the marks are identical or relat&ke The Land-O-Nod Company v. Paulitd
U.S.P.Q. 61, 66-67 (TTAB 1983) (“the addition ofiet matter to a merely descriptive or highly

suggestive designation may resulthie creation of a mark whids distinguishably different



therefrom so as to avoid confusiontiade”; CHIROPRACTIC and CHIRO-MATIC for
mattresses not likely to be confusediapp-Monarch Co. v. Poloron Products, Int34
U.S.P.Q. 412, 414 (TTAB 1962) (THERMEX and ERM-A-JUG for insulated containers not
likely to be confused; “while these marks bottmprise the term ‘therm’, said term, which
denotes heat, is highly suggestive of the natfithe goods of both parties, all of which are
insulated against the transmission of hedti)Re Digirad Corp.45 U.S.P.Q.2d 1841, 1845-46
(TTAB 1998) (DIGIRAY for electronic X-ray sysm and DIGIRAD for radiation sensors not
likely to be confused)The Wooster Brush Co. v. Prager Brush,@31 U.S.P.Q. 316, 318
(TTAB 1986) (POLY PRO and POLY¥LO for paint brushes nokkly to be confused; “the
addition of other matter to a highdyiggestive or desptive designationwhether such matter
is equally suggestive or even descriptivenay be sufficient to ard confusion”) (emphasis
added)Water Pik, Inc. v. Med-Systems, |07 U.S.P.Q.2d 2095, 2109 (10th Cir. 2013)
(SINUCLEANSE and SINUSENSE fainus rinsing device not likelp be confused; “[g]iven
the weakness of the SinuCleanse mark, the likelihood of confusion isustiesis the challenged
mark is very similar.”)

American Cyanamid Corp. v. Connaught Laboratories,, [281 U.S.P.Q. 128 (2d Cir.
1986) is particularly instructive. There, thgpallate panel reversedetirial court’s injunction
against defendant’s use ottimark HIBVAX based on plaiifit's rights in the mark HIB-
IMUNE and, moreover, entered judgment for aef@nt. Both parties’ products were vaccines
immunizing children against Haemophilus inflaartype b, or, more informally, “hib.td. The
court ruled that plaintiftould not appropriate for itself exclusive use of the generic prefix HIB.

Id. at 129. Accordingly, “any likelihood of confasi between [the marks] . . . must be based on
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a similarity between the suffixes ‘VAX' andVIUNE,” which components the court found to
be “totally different” and distinguishing dpite their lack of distinctivenessd.

Accordingly, Opposer’'s marks and Appli¢amarks are not likely to be confused
because the only common element they shateigveak, descriptive CHLORA prefix. As the
above cases establish, the shadahg weak, descripta prefix is insufficient to ground a finding
of a likelihood of confusion. Oppesdoes not dispute that the respive suffixes of the parties’
marks— PREP and SHIELD, on the one hand, and DRAPE, DERM, ABSO&1 BOND, on
the other — are dissimilar in sound, appearaand connotation. Accdingly, the marks are
distinguishable, higli suggestive marks.

Amongst the litany of cases Opposer cites ppsut of its contentin that the parties’
marks are similar, it does not cite even arieere the common element of the marks was
descriptive or even highly suggestive. Insteaedach of these cases, the shared element was
unquestionably strongSee In re G.B.1. Tile and Stone In@2 U.S.P.Q.2d 1366, 1367 (TTAB
2009) (common element was “distinctive” word BRI as used for various types of tildg)re
Toshiba Medical Systems Carpl U.S.P.Q.2d 1266, 1271 (TTAB 2009) (TITAN for various
types of medical devices; “to thetert that it is laudatory, [it] isnly slightly laudatory, and it is
not entitled to only a narrow scope of protectio®3m Bay Imports Inc. v. Veuve Clicquot
Ponsardin Maison Fondee En 1778 U.S.P.Q.2d 1689, 1692 (Fed. Cir. 2005) (common term
VEUVE is “strong” and “distinctive”)jn re Chatam Int’l Inc, 71 U.S.P.Q.2d 1944, 1944-45
(Fed. Cir. 2004) (GASPAR and GASPAR’Sthe field of alcoholic beverages$jegwlett-

Packard Co. v. Packard Press In62 U.S.P.Q.2d 1001, 1002 (Fed. Cir. 2002) (PACKARD for
services in the computer industry.) Thus, thetd of these cases are clearly inapposite to the

facts at bar.

1 Unlike Applicant’s other marks, CHLORBSORB's prefix isSCHLOR, not CHLORA.
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In sum, this factor weighs agairesfinding of a likelihood of confusion.

iii. The Products Offered Under the Parties’ Marks Are Advertised in
Unrelated Channels

In determining a likelihood atonfusion, the Board has considd the similarity of the
channels in which the parieproducts are advertisedriumph Machinery Company v.
Kentmaster Manufacturing Company Int.U.S.P.Q.2d 1826, 1828-29 (TTAB 198Bee also
Archer Daniels Midland Co. \Chocolates A La Carte, In2000 WL 158721, at *7, n.14
(TTAB May 13, 1999) (“the partieshibit at different trade shosvand advertise in different
trade publications, directed to different target audiences.”)

Here, there is no doubt that Opposer apgplicant advertise theroducts offered under
their respective marks through diféat channels and by different meajjj| | Gz
1
I (VcGuire Tr., 254:17-256:2.pDpposer, on the other hand, has a robust
advertising practice. (Opposer’s Tr. Brief, Ppl3.) Furthermore, both parties’ promotional
efforts — whether conducted iryson, like Applicantor through print, internet, and other
means, like Opposer — clearly identify their resppecsources, such that consumer confusion is
unlikely. (McGuire Tr., 255:35; Creidenberg Tr., 261:14-262120R 61, Ex. D1, Response to
Interrogatory No. 15.)

Thus, the parties’ different methods androels for advertisingheir respective marks
weighs against a likelihood of confusion.

V. The Products Offered Under the Parties’ Marks are Sold to

Sophisticated Consumers and Uner Other Conditions Unlikely to
Result in Confusion

Opposer’s trial brief omits any discussion of 8ophistication of theelevant consumers,

the retail price of the parséproducts, and other conditionstigating against a likelihood of
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confusion. The Board should view thisatacit admission that this criticdii Pontfactor
weighs in Applicant's favol?

In this case, it is clear that the circstiances under which the parties’ products are
purchased mitigate against a likelihood of cordaosi The parties’ products are not available to
the general public but, instead are sold excilg to medical professionals, an undeniably
sophisticated buyer class. The Board has puslycheld that medical equipment “would be
selected with great care by purchasers famili#in the source or origin of the products.

[citation omitted.] Buyers of the parties’ goods,well as potential customers for the products,
plainly are highly educated, sophisticatedghaisers who know their equipment needs and
would be expected to exercise a gdzal of care in its selectionHewlett-Packard Co. v.
Human Performance Measurement |r&3 U.S.P.Q.2d 1390, 1396 (TTAB 1998ee also

Aries Systems Corp. v. World Book Jrit6 U.S.P.Q.2d 1926, 1932 (TTAB 1993) (“doctors,
clinicians, medical researchers and other megiicztessionals [are] vileeducated and highly-
trained individuals . . . apt twe careful and discriminating.”)

Furthermore, Opposer’s and Applicant’s produare not only purchased by sophisticated
by medical professionals but are, additionally,chased according to processes and procedures
that are time- and labor-intensive and minimapg possible opportunity m:onfusion.-
I
.

I (Creidenberg Tr. 261:8-262:2yeidenberg. Disc. 1654-166:19, 177:23-179:12.)

12 Failure to consider the sophistication of the relevant buyer class has been grounds for reveesidig @&ision
to sustain an oppositiorSee Electronic Design & Sales Inc Electronic Data Systems Corgl U.S.P.Q.2d
1388, 1392 (Fed. Cir. 1993jiting Pignons S.A. de Mecanique de Precision v. Polaroid Cai2 U.S.P.Q. 246,
252 (1st Cir. 1981) (the Board “failed to give due weigh to countervallingontfactors, such as the
sophistication of the consumers . . . Where the purchasethe same, their sophistication is important and often
dispositive because ‘[s]ophisticated consumers may be expected to exercise greater care.™)
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Opposer’s own witness describes the methoghicadess by which hospitals, for example, make
purchasing decisions, which includes commitissessment and study and evaluation of the
relevant studies and literature. (8ith Tr., 8:20-9:12, 11:16-25, 12:20-13:13.)

Additionally, there is no dispatthat Opposer’s and Appént’s products at issue are
typically purchased in bulk atsagnificant price. The Board hagesatedly held that “there is
always less likelihood of confusion where goads expensive and purchased after careful
consideration.”Astra Pharmaceutical Products, Inc. v. Beckman Instruments,288.U.S.P.Q.
786, 790 (TTAB 1983).

Finally, as noted above, the parties’ respecpromotional efforts clearly identify their
respective source, i.e., @h either Opposer and Applicanbpose that a hospital or distributor
purchase its respective product, thenedsambiguity as to whose product it is.

In sum, the sophistication of the buyeasd, the expense of the products, and the
circumstances under which purchasing decisioasreade weigh heavily against a finding of a
likelihood of confusion. In circumstances suchtasse at bar where thertias’ mark bear the
same first word or element, both the Boand ¢he Federal Circuit have allotted significant
weight to the condition undevhich purchases are madgee Industrial Nucleonics Corp. v.
Hinde 177 U.S.P.Q. 386, 387 (CCPA 1973) (the “differences [in ACCURA-FLO and
ACCURAY] might not be sufficient if we wereedling with off-the-shelf items purchased by all
manner of people. But we think the fact whichyfjustifies the board’s conclusion in this case
is that both parties sell thajoods to discriminating purchasarmder conditions calculated to
insure care in discerning tseurce or origin of the goods'yafer 94 U.S.P.Q.2d at 1044-45
(sophistication of consumers weighed agaénidtelihood of confusion between DEER-B-GON

and DEER AWAY);Digirad, 45 U.S.P.Q.2d at 1844 (DIGIRAY and DIGIRAD not likely to be
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confused because of, in partpfhistication of [relevant purchasers of the parties’ goods], the
care with which the products are purchased, and the expense thereof.”)

V. Applicant Selected itsMarks in Good Faith

Opposer’s attempts to paint Applicant or Bitéch as a bad actor are not only belied by
the evidence of record, they daggely irrelevant. Instead, the gnhtent of Apgicant relevant
to the issues before the Boardhat relating to itselection or adoptioaf its marks and any
intent to confuse. Opposer has not identiieg case law or other dnatrity allowing the Board
to consider other alleged actshzd faith or unfair competition when considering the issue of
likelihood of confusion. Likewise, the thirteerth Pontfactor does not open the door for
mudslinging regarding pplicant’s alleged business tactics,bostead, is limited to “evidence
of applicant’s bad faith adoption of his markEdom Laboratories, Inc. v. Lichtet02
U.S.P.Q.2d 1546, 1553 (TTAB 201%).Moreover, Opposer cannot draw any reasonable nexus
between Applicant’s alleged badsand its adoption of its marks the likelihood of confusion.
The Board should see Opposer’s allegations for Wiegt are, namely, an inappropriate attempt
to bias the Board against Applicant.

Applicant’s intent behind adopting its marksssue is clear: it intended to select marks
that indicated each of its prodiscantiseptic properties and general function. Applicant
endeavored to accomplish thug, per the established namiocgnvention, using the prefix
CHLORA to indicate the formeand a short descriptive termitalicate the latter. Applicant’s
marks follow the precedent of other marks used for products containing chlorhexidine and, more
generally, chlorine, many of which have anpise properties. Moreover, Applicant had no

knowledge of Opposer’s alleged consideration of the name CIABBRRPE for the product

13 Opposer itself admits that “[t]his is not a lawsuit alleging unfair competition. Indeed the Board does not have
jurisdiction over such issues.” (Opposer’s Tr. Brief, Appendix B, p. 3.)
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Applicant was developirt§ and Opposer has no documentary evidence reflecting anything to
the contrary.

Opposer intimates that Applicant’s knowdtge of Opposer's CHLORAPREP mark is
tantamount to Applicant selecting itgarks with a bad faith intent tmwnfuse. This is incorrect
as a matter of laW? See Sweats Fashions, Inc. v. Pannill Knitting Co., hitJ.S.P.Q.2d 1793,
1797-98 (Fed. Cir. 1987) (“[a]n inference of ‘biaith’ requires something more than mere
knowledge of a prior similar mark.”) Her®pposer cannot point tmy other facts beyond
Applicant’s mere knowledge of 6lCHLORAPREP mark establishitigat Applicant selected its
marks with a bad faith intent to confus@pposer’s argument might carry more weight if
CHLOR and CHLORA were not coistently used in product nam¢o indicate their antiseptic
properties. Also, there is no showing thaphicant is trying to pass off its products as
Opposer’s. On the contrary, the parties’ egtjwe packaging and branding — packaging and
branding for which Applicant has receiveDA approval — is unquestionably distinguishable
and different. (McGuire Tr., 203:3-204:1222:5-223:22; AX 30; AX 41Creidenberg Tr.,
275:18-277:1; OX 60.)

Applicant’s withesses have testified thgiphcant does not waiits products offered

under its marks at issue to be associated whdSer or its products. @Guire Tr., 262:14-17.)

14 Opposer does not allege that it ever consideretisclosed to Applicant the marks CHLORADERM,
CHLORABOND, or CHLORABSORB.

15 Even if Applicant “copied” Opposer’'s QHDRA prefix, (which it did not) thais irrelevant absent a showing that
Applicant did so with a bad faith intent to confu&ee A & H Sportswear, Inc. v. Victoria's Secret Stores, Inc.
57 U.S.P.Q.2d 1097, 1114-15 (3d Cir. 2000) (“a defendant's mere intent to copy, witimeuts not sufficiently
probative of the defendant's success in causing confusion to weigh such a finding imtliésgdkavor; rather,
defendant's intent will indicate a likelihood of confusion only if an intent to confuse consumers is demonstrated
via purposeful manipulation of the junior mark to resemble the senior's.”) Of coupsesedas not elicited any
evidence of copying. However, the pagténds that Applicant’s alleged “capg” of this descriptive element of
Opposer’ CHLORAPREP mark, absent additional evidence of bad faith, is nothing mofgtii@ant availing
itself of a descriptive term available to anyois=e4 McCarthy on Trademarks and Unfair Competition § 23:122
(4th ed.) (“evidence that a junior user exactly copied unprotected descriptive, generic or fupabbo@omain
words or shapes does not prove any legal or moral wrongs.”)
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As noted above, Applicant’s products ardraprovement over Opposer’s products in many
respects, including, but not limited to, superidiraicrobial performance and adhesive ability.
Naturally, Applicant’s efforts talistinguish itself in the markeface as a purveyor of superior
products would be hindered if consumers associdyggdicant with Opposer. Moreover, the fact
that Applicant has not abandonesi Applications and intent tase its marks in light of the
significant bad press related@HLORAPREP is also indicativaf Applicant’s good faith belief
that its marks are not likely twe confused with Opposer’sld(, 164:3-165:3.)

Opposer cannot adopt weak marks compa$déado descriptive components and then
complain that Applicant has intentionally atteegbto take advantagg consumer recognition
of Opposer’s marks because Applicant’s marks are also composed of two descriptive
components. Instead, as noted above, thiesigely the risk Opposer bears when it adopts a
weak mark.

In sum, Applicant’s good faith adoption itd marks weighs against a finding of a
likelihood of confusion.

Vi. Opposer’'s Marks Do Not Consitute a Family of Marks

Opposer has not established that it oariamily of CHLORA marks, much less
ownership of a family of marks prior to Appéint’'s constructive fitsuse of its marksSee
Citigroup Inc. v. Capital City Bank Group In@4 U.S.P.Q.2d 1645, 1647 (TTAB 2010) (“To
establish a family of marks, oppaysmust prove that, prior tgplicant's first use of its mark,
opposer established its faynof marks.”) “A family of marks is a group of marks having a
recognizable common characteristiherein the marks are compodsand used in such a way
that the public associates notwithe individual marks, but éhcommon characteristic of the
family, with the trademark owner.J&J Snack Foods Corp. v. McDonald’s Cqrp8

U.S.P.Q.2d 1889, 1891 (Fed. Cir. 1991). Thentdait “must demonstrate that the marks
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asserted to comprise the faymibr a number of them, habeen used and advertised in
promotional material or in @ryday sales activities in such a manner as to create common
exposure and thereafter recagm of common ownership bag@pon a feature common to each
mark.” Nike Inc. v. WNBA Enterprises L1.85 U.S.P.Q.2d 1187, 1194 (TTAB 2007).

Opposer has not submitted any evidencengfeffort to promote its CHLORAPREP and
CHLORASHIELD marks or products offeredetieunder in a manner sufficient to create
consumer recognition of common ownershiphe marks based upon both marks’ uses of the
CHLORA prefix. In fact, Opposer admits that ise of CHLORASHIELD istill in its infancy.
(Creidenberg Tr., 270:13-18.) Moreover, the Boaas held that two marks cannot constitute a
“family.” See Land-O-Nqd20 U.S.P.Q. at 66 (“even if tleewere evidence of such use and
promotion together, the most thatuld be said would be thapposer had a ‘couple’ of marks,
not a ‘family.””)

In sum, the Board should not find that Oppas&ns a family of marks or any rights in
the CHLORA prefix separate and apart fraimCHLORAPREP an@HLORASHIELD marks
in their entireties.

VI. SUMMARY

Applicant respectfully submits that, after cargfudonsidering all of the admissible evidence
in light of the relevantiu Pontfactors, it is clear that th&@pposer has not established a
likelihood of confusion. In particulathe evidence shows the following:
e Opposer's CHLORAPREP and CHLORASHIELUDarks are weak marks entitled to
only narrow protection;
e There is extensive third party use of terms CHLOR, CHLB®A, and CHLORO to

indicate a product’s antiseptiualities in the marketplace;
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Opposer's CHLORAPREP and Arrows’ CBRAG+ARD marks have co-existed
concurrently in the marketplace for almése years without any actual confusion;
The Parties’ marks are materially diffaten appearance, sound, connotation and
commercial impressiaspecially given the weakness of Opposer’s marks;

The Parties’ marks are advertised iffedient and distinguishable manners and
channels;

The buyer class for the products are ssitated medical professionals who
purchase products according to tia@ad labor-interige procedures;

The products are expensive;

Applicant acted in good faith imdopting each of its marks; and

Opposer does not ownfamily of marks.

In light of all the admissiblevidence of record, Oppodeas not and cannot prove that

an appreciable number of members ofrilevant buyer class will be confusd@erini Corp.v.

Perini Construction, Inc.16 U.S.P.Q.2d 1289, 1293 (4th Cir. 1990).

For the foregoing reasons, ELS respectfultyuests that this Bod dismiss Opposer’s

Combined Opposition and remand apdima Serial Nos. 85/499,349 for the mark

CHLORADERM :; 85/499,345 for the mait®RHLORABSORB ; 85/499,337 for the mark

CHLORABOND ; and 85/499,332 for the ma@lHLORADRAPE to the assigned Examining

Attorney for issuance of Notices of Allowance.

Submitted: October 5, 2015 SHEPPARMULLIN, RICHTER, & HAMPTON LLP

By: /s/LisaM. Martens
LISA M. MARTENS
PAUL A. BOST

Attorneys for Applicant
ENTROTECH LIFE SCIENCES, INC.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of application Serial Nos.:

85/499,349 for the mailRHLORADERM
85/499,345 for the marRHLORABSORB
85/499,337 for the marRHLORABOND
85/499,332 for the marHLORADRAPE

Filed on December 19, 2011
Published in th®©fficial Gazetteon May 29, 2012

CAREFUSION 2200, INC.,
Opposer

Combined Opposition Proceeding No.: 91-206,212

2

ENTROTECH LIFE SCIENCES, INC,,

Applicant

APPENDIX A

APPLICANT'S RESPONSE TO OPPOSER’S OBJECTIONSTO CERTAIN EXHIBITS
SUBMITTED UNDER APPLICANT 'S NOTICES OF RELIANCE

Applicant Entrotech Life Sciences, IncAgplicant”) hereby responds to Appendix B of
Opposer Carefusion 2200, Inc.’s Trial Brief oltjeg to Exhibits E1-E6, J1-J3, and 11 as
submitted with Applicant’s Notices of Reliance.

A. Applicant’s Exhibits E1-E6 relating to Opposer's CHLORASHIELD Registration
for a “Surgical Incise Drape”

Opposer’s application to gester CHLORASHIELD for dsurgical incise drape” is
plainly relevant to the partiedispute and Applicant’s evidea reflecting the same should not
be stricken. Opposer claims that it diseld to Applicant thatn the event Opposer

commercialized Applicant’s surgical inciseoduct, it would markeit under the name

SMRH:473301076.3 -1-



CHLORADRAPE. Applicant, howear, has no recollection of Opmosever disclosing the name
CHLORADRAPE to it. Insteadipplicant recalls Opposerstilosing CHLORASHIELD as a
potential name of the product, which reection is supported bygposer’s filing of its
application to register CHLORASHIELD for ausgical incise drape” concurrent with the
parties’ dealings. Thus, thevidence — Opposer’s applicatito register CHLORASHIELD —
has a tendency to make Opposer’s cldimas it disclosed the name CHLORADRAPE to
Applicant and intended to commercializpgdser’s product as CHLORADRAPE less probable
than these claims might be without tbMdence, thereby satisfying Fed.R.Evid. 401.

Opposer did not render its applicationregister CHLORASHIELDrrelevant to the
parties’ dispute for all purposes simply by wadarily surrendering thregistration resulting
therefrom. To hold otherwise would essenjialllow Opposer to whitewash the past to the
significant prejudice of ApplicantAlso, contrary to Opposerigpresentation otherwise, the
Board never deemed Opposer’s applicatioretpster CHLORASHIELDmoot. Instead, it
deemed Applicant’s “motion tcompel written discovery or gesition testimony regarding this
registration and/or any commdaw rights associated withehlCHLORASHIELD mark” moot.
(Dkt. No. 41.) Notably, in its motion to comlp Applicant sought aarder of the Board
compelling Opposer to respond to discovery rel&teits alleged bonade intent to use and
actual use of CHLORASHIELD for surgical isei drapes. (Dkt. No. 39.) As noted above,
Applicant has made Opposer’s apgation to registeCHLORASHIELD of recad as it relates to
Opposer’s claim that Applicant selected thekmt@HLORADRAPE in bad faith, not for any of
the reasons at issue in Applicant’s motion to compel.

Accordingly, Opposer’s objections to Ekits E1-E6 or, at least, E1, should be

overruled.
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B. Applicant’s Exhibits J1-J3 and I1 relating to the DOJ Investigation and Settlement

The Department of Justice’s (“DOJ”) irstegation of Opposer’alleged marketing
tactics and improper promotion il§ CHLORAPREP product is relant to the alleged strength
of Opposer's CHLORAPREP marg&pecifically the goodwill associated with the mark, and
Applicant’s lack of intent t@ssociate itself with Oppose@pposer touts the strength and
recognition of the CHLORRREP mark and claims that Amant adopted the marks at issue
“with the intent of cajalizing on the renown of CareFusisnChloraPrep products.” (Opposer’s
Trial Brief, p. 37.) Applicant’s evidenaows that this is not the case.

Opposer’s alleged strength and goodwilitth\CHLORAPREP mark has been damaged
as a result of the DOJ investigation. Applicaimterests would not be best served by
attempting to associate itself with a brand vattarnished goodwill. Quite the contrary. If
Applicant believed that its marks may &&sociated with Opposer and Opposer’s
CHLORAPREP product, Entrotech would hal@mandoned its marks to avoid any negative
association.

Finally, Applicant is not accusing Opposeruifair competition and therefore Opposer’s
cite toParamount Pictures Corp. v. Whitgl U.S.P.Q.2d 1768, 1171 n. 5 (TTAB 1994) is
inapplicable.

Dated: October 5, 2015

Respectfullysubmitted,
SHEPPARD, MULLIN,RICHTER & HAMPTON LLP
By /sl Lisa M. Martens

LISA M. MARTENS
PAUL A. BOST

Attorneys for Applicant
ENTROTECH LIFE SCIENCES, INC.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of application Serial Nos.:

85/499,349 for the mailRHLORADERM
85/499,345 for the marRHLORABSORB
85/499,337 for the marRHLORABOND
85/499,332 for the marRHLORADRAPE

Filed on December 19, 2011
Published in th®fficial Gazetteon May 29, 2012

CAREFUSION 2200, INC.,
Opposer

Combined Opposition Proceeding No.: 91-206,212

V.

ENTROTECH LIFE SCIENCES, INC.,

Applicant

APPENDIX B

APPLICANT'S OBJECTIONS TO CERTAI N EVIDENCE OFFERED BY OPPOSER

Applicant Entrotech Life Sciences, Inc. @plicant”) hereby objects to certain evidence
offered by Opposer Carefusion 2200, Inc. (“Opposer”).
A. Applicant’s Motions to Strike (Dkt Nos. 58-60)

Applicant renews the objectioiitsraised in its motions to strike filed on May 1, 2015
(Dkt Nos. 58-59) and incorporates herein bigrence the reply brief it filed on September 21,
2015 relating to the discovery depositions of BhrS. Foor and Mr. John Halsey. (Dkt. No.
83.)

Opposer neither substantively nor timedgponded to Applicant’s Motion to Strike

Opposer’s Notice of Reliance Offering in Egitte Certain Printed Publications and a
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Standalone Bibliography, aldibed on May 1, 2015. (Dkt. No. 60.) Instead, on June 25, 2015,
well after its response brief was due and aletsif its testimony period, Opposer filed a
substitute notice of reliance (DRtlo. 73) purportedly correcting itgiginal notice of reliance at
issue in Opposer’s motion to strike. (Dkt. No. 42.)

The Board should grant Applicant’s motionstoke because Opposer failed to timely
respond to Applicant’s motion to strike andfact, never substantively responded to it.
Accordingly, it should be considered conced&@e37 C.F.R. 2.127(a) (“When a party fails to
file a brief in response to a motion, tAeard may treat the motion as concedelNgwhoff
Blumberg Inc. v. Romper Room Enterprises,,|1h83 U.S.P.Q. 313, 315 (TTAB 1976) (“We
find that petitioner's failure to file a timelysjgonsive brief to respondent's motion for judgment
under Rule 2.132(b) conceded it. Respondemdtton under Rule 2.132(b) is granted as having
been conceded.”)

Also, the Board should not allow Opposerbstitute notice of reliace into evidence.
Opposer’s substitute notice of reliance was filediolgt of its initial testimony period, and, thus,
is untimely. See37 CFR § 2.123(l) (“Evidence not obtainaad filed in compliance with these
sections will not be consideredBaseball America Inc. v. Powerplay Sports L.

U.S.P.Q.2d 1844, 1846, n.8 (TTAB 2004) (evidendengitted outside offplicant’s assigned
testimony period “shall be given monsideration.”) Furthermor@pposer’s substitute notice of
reliance includes six publicationso@ 19-24) not included in its irat notice of reliance. Thus,
as the very least, the Board shouldkstgpublication nos. 19-24 for being untimely.

Lastly, the publications Opposer seeks t&enaf record through its substitute — and
initial — notice of reliance arierelevant to the strength éame of Opposer's CHLORAPREP

mark. The publications, at best, simply shinat Opposer's CHLORAPREP product has been
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referred to or the subject of literature in the roatifield. None of the publications relates to the
fame or strength of the CHLORPREP mark or, for that mattehe CHLORAPREP product.
Mention of the CHLORAPREP mark or productthese publications is not tantamount to a
showing of consumer recognition of the CHLORREP mark, which is the relevant inquiry
when determining a mark’s strength. In faadme of the publicains (e.g., nos. 3-5) do not
even mention Opposer's CHLORAPREP product.

In sum, the Board should grant Applicant’s motions to strike (Dkt Nos. 58-60) and
exclude from evidence Opposer’s substitute notice of reliance. (Dkt No. 73.)
B. Trial Testimony of Carol Schultz

The Board should strike from the recorgg@ser’s rebuttal testimony deposition of Carol
Schultz regarding the recogoiti of CHLORAPREP by medical giessionals. Such testimony
constitutes improper rebuttal testimony and shoulstieken or excludeftom the record. The
Board should also strike from the recoryy @estimony of Schulteegarding likelihood of
confusion between Applicant’s marks and @tleLORAPREP mark as such testimony is not
only improper rebuttal testimony, but is well beydhd scope of Schultzi®buttal testimony as
disclosed by Opposer and is irrelevant kwks foundation as a matter of law.

1. The Board Should Strike Schultz’'s Testnony Regarding the Recognition of
CHLORAPREP By Medical Professionals

In its rebuttal disclosureand notice of deposition for Baltz, Opposer stated that
Schultz “will rebut testimony provided by Jim Mcigairegarding recognition of the ChloraPrep
brand by medical professionals.” (Declarationisia Martens (“Martens Decl.”) § 2-3, Exs. A
and B.) At the outset of Opposer’s depositiorsohultz, Applicant objected to the deposition as
improper rebuttal testimony, andetdeposition proceeded subjaxthat objection. (Trial

Testimony of Carol Schultz (“Schultz Tr.”), 5:28.) Schultz proceeded to testify regarding her
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and the medical profession’s recognition ofI@GHRAPREP, including, but not limited to, the
following testimony:

e her familiarity with CHLORAPREP and its propertiekd(, 10:14-19);

e whether she knew who manufactu@dLORAPREP and how she recognized
the CHLORAPREP productd., 12:1-19);

e her familiarity with CHLORAPREP marketing materialkl(, 14:22-15:11, 16:7-
14);

e physicians’ experience with CHLORABR and whether they “liked” itd.,
17:19-18:4)

e her hospital’s preferae for CHLORAPREPI{., 19:1-4);

e advertisements for and demonstratioh€ HLORAPREP presented at the
Association of Professionals infection Control meetingdd., 20:14-19);

e medical practitioners’ recognitn of the name CHLORAPRERI(, 22:10-23:17);

e awareness of allergic reactions to CHLORAPREP product and issues with the
product’s lack of adhesivenesd.( 24:21-26:21)-and

e the hospital staff's familiaty with CHLORAPREP. Id., 27:10-28:20.)

“Opposer may not make of record duritgyrebuttal testimony period evidence that
should have been part of its casehief; in the event that picant submits evidence during its
trial period, any rebuttal evidence submitted by opposest be confined to that which denies,
explains or discredits applicant's casekincode AG v. Skin Concept AGB9 U.S.P.Q.2d 1325,
1330, n.6 (TTAB 2013)See also Wet Seal Inc. v. FD Management B U.S.P.Q.2d 1629,
1632 (TTAB 2007) (rebuttal evidence was not submitted for the proper purpose of denying,
explaining or discrediting applicant's case ingtead was clearly an attempt by opposer to
strengthen its case-in-chieBQFTM, Inc. v. Austinuts, Inc2009 TTAB LEXIS 528, at *4-7
(TTAB Aug. 6, 2009) (opposer's third-party regations showing relatedness of goods could

have been submitted during its case-in-chief and are not proper rebuttal; “There is no question

! Notably, this testimony it outside the scope of the subject matter for which Ms. Schultz was
designated. Consequently, it should be @detl pursuant to 37 C.F.R. § 2.123(e)(3).
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that opposer did addresstissue of the relatedness of the godulsng its case-in-chief. As one
of the primary factors in determimg likelihood of confusion, it is Bsonable that, as in this case,
both parties would present evidence and testinoonthis issue unless it was admitted. There is
also no reason why this evidence could not ledse been submitted by opposer during its case-
in-chief and it would have been relevant andrapriate. Opposer hastredequately explained
how its rebuttal evience is more than meremplementation of its record.”)

In The Ritz Hotel Limited v. Ritz Closet Seat Cotg U.S.P.Q.2d 1466 (TTAB 1990),
the Applicant objected to the testimony depositiohthree withesses. The opposer claimed that
those witnesses tiifsed as to their opinions concernitige likelihood of damage to the opposer
in order to discredit the tesiony of the applicanivho stated that it was her opinion that
applicant’s use of the mark hadt caused any damage to the oppeserssence, testifying that
there was no likelihood of confusion. TheaBd found that the témony of the witnesses
should have been introduced as part of the otashief because (Xhe question of damage
relates to opposer’satding to be heard, whids a threshold matteand (2) the opposer
introduced similar testimony during its case-in-chsef additional testimony related to the same
subject matter would havdtle effect on the question tkelihood of confusion.Ritz, 17
U.S.P.Q.2d at 1469.

Here, the testimony offered by Schultz neljag the recognition of CHLORAPREP by
medical professionals constitutes improper rebtastimony. Schultz’s testimony as to her
familiarity with CHLORAPREPand the purported recognition of CHLORAPREP in the medical
community serves no other purpose than totbolBpposer’s arguments in its case-in-chief
regarding the strength and fammiethe CHLORAPREP mark, bobf which are relevant to

demonstrating a likelihood of confusion. Also, as inRiitz case cited above, Shultz’'s
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testimony relates to the same subject mattéestBnony that was introduced during Opposer’s
case-in-chief. Accordingly, Schultz’s testimony regting the recognition of CHLORAPREP
by medical professionals shouldvesbeen introduced by Opposkiring its case-in-chief and,
thus, constitutes improper rebuttal testimony.

2. The Board Should Strike Schultz’'s Tatimony Regarding the Similarity

Between CHLORAPREP, CHLORASHIELD, CHLORASCRUB, and
Applicant’s Marks

At her testimony deposition, Schultz opined@he similarity of CHLORAPREP, on
one hand, and CHLORASHIELD, CHLORADRAR CHLORABOND, and CHLORASCRUB,
on the other hand. (Schultz T3Q:10-31:15.) Applicant immediately moved to strike this
testimony. [d., 31:16.)

Clearly, the alleged similarity of CHLORAPREd Applicant’s marks is an element of
Opposer’s case-in-chief. Additionally, Opposer submitted evidence purportedly supporting said
alleged similarity in its case-in-chief. cdordingly, Schultz’s testimony constitutes improper
rebuttal testimony and should be excluded as such.

Furthermore, Schultz’s testimony is well outside of the limited scope for which she was
designated, that is, to “rebigstimony provided by Jim McG@regarding remgnition of the
ChloraPrep brand by medicalgbessionals.” Accordingly, Schultz’'s testimony should be
excluded pursuant to 37 CHE.§ 2.123(e)(3), as well.

Finally, Schultz’s testimony is irrelevaand lacks foundation as a matter of law.

Schultz, a lay witness, is not qualified totigsto any ultimate issues of trademark law,

including whether Applicant’'s marks are likety be confused with Opposer’'s mark&ee

2 Schultz's testimony did not specifically coadict any testimony of McGuire regarding the
recognition, or lack thereof, of QEORAPREP by medical professionals.
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Sunnen Products Co. v. Sunex International, Ihd¢J.S.P.Q.2d 1744, 1746, n.8 (TTAB 1987)
(“Opposer's interrogation of its withesses on questions pertainudgrmate issues of trademark
law in this proceeding (e.qg., likelihood of confus absence of evideno¢ actual confusion)
were impermissibly leading and were also obgnable on the ground that the witnesses were
wholly unqualified to give opiniotestimony on these issues of trademark law . . . hence, the
greater part of the witnessas'sponses on the indicatpdges have been given no weight in our
evaluation of the issues”J)he Mennen Co. v. Yamanouchi Pharmaceutical Co., 203

U.S.P.Q 302, 305 (TTAB 1979) (referg to “long-held view” thatthe opinions of witnesses,
including those qualified as expevitnesses, on the questiohlikelihood of confusion are
entitled to little if any weight and should nag¢ substituted for the opinion of the tribunal
charged with the responsibility for the ultimaiginion on the question.”) Schultz’s testimony is
especially subject to exclusion given Schultfdiation with Opposer and the fact that she was
paid to testify. (SchultZr., 32:18-35:4, 35:13-39:24 $ee Medtronic, Inc. v. Medical Devices,
Inc., 204 U.S.P.Q 317, 325 (TTAB 1979) (“Apart frahe fact that a good number of these
witnesses were now, or at one time, consultamterfaffiliated with opposer in one capacity or
another, thereby rendering their comments soma¢whreliable, the expssions of opinion of
witnesses, including those considetedbe experts in a particulaeld, as to whether or not the
marks involved in any given proceeding are @ ot so similar as to cause a likelihood of
confusion in trade is not bindingpon the tribunals of the Patent and Trademark Office or the
courts.”)

111

111

111
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C. Trial Testimony of Jan Creidenberg

The Board should strike from the recan@ following testimony oOpposer’s witness

Jan Creidenberg made at his trial depos ||| | G

(Trial Testimony of Jan Creidenbeftfreidenberg Tr.”), 126:14-127:9.)

Creidenberg’s testimony lacksundation and should be stricken from the record or, at

east, accorded ltte weio
I Conseuenty, Creidenberg'

testimony is not “rationally based on the v’ perception,” pdfed.R.Evid. 701, and should
be stricken or accorded little weiglbee, e.g., Specialty Brandis¢. v. Spiceseas, In@220

U.S.P.Q. 73, 74, n.4 (TTAB 1988ppposer's senior vice president of marketing and sales
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testified that a survey conducted for opposer gbthat ‘SPICE ISLANDS’ products outsell all
other premium spice brands. No supportiogumentation was adduced to support this
statement and we find it to be unreliable hearsynilarly, the statements as to specific sales
and advertising figures are sulijéz challenge in that the affiant did not state the means by
which the sales and advertising figures were obtained.”)
D. Exhibits OX 18-22

The Board should exclude or strike Opptsexhibits OX 18-22 and any testimony of

Creidenberg relating thereto becatisey constitute inadmissibleearsay and lack foundation.
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I S Corporacion Habanos S.A. v.

Guantanamera Cigars C0102 U.S.P.Q.2d 1085, 1092 (TTAB 2017p]ecause there is no
information about how the surveys were conddictehow many persons participated in the
surveys, or even if they were conducted sdieatly in accordance with established survey
practices, opposer's hearsay objection is sustairnbe &xtent that it is directed to the results of
the survey; we have not considered the suresults for the trutof any matter asserted
therein”); Cent. Garden & Pet Co. v. Dockosil Mfg. Cb08 U.S.P.Q.2d 1134, 1138, n.9 (TTAB
2013) (“a survey cannot normally be submitite@vidence without the foundational testimony
(and an opportunity for cross-exaration) of the expert who designed and directed the survey
and drew the repted conclusions”)Richardson-Merrell Incv. Inka Cosmetic S.A211

U.S.P.Q. 919, 920, n.3 (TTAB 1981)Jpposer has offered intoidence a market research
study done at opposer's request ideorto show that a large pentage of consumers are aware
of ‘LAVORIS’ mouthwash and gargle. Applicahéas objected to the introduction of the survey
on the ground of hearsay. Since the deponertertas he had nothing to do with the preparation
of the survey, the Board is of the vievatlapplicant's objection is well takenQpuka-Boateng

v. State of Cal.95 F.3d 1461, 1471 (9th Cir. 1996) (“Ingharnestimony regardg the results of
the poll, if offered for its truth, constituted imadsible hearsay, for he testified as to what the
supervisor who conducted the poll told him thepapees said when they were asked about the

possibility of accommodating Opuku—Boateng's religious beliefs.”)
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E. Exhibit OX 23

Opposer’s exhibit OX 23 is inadmissible hearaag is irrelevant and must be excluded.

I cvidence based on heaysainadmissible as evidence. Fed.R.Evid. 802.

Hearsay is an out of court statemt that is offered for the truth of the matter asserted therein.

Fed R Evid. 201 I

3 At the very least, the Board should afford littteight to the survey results and Creidenberg’s
testimony related theret&ee Alberto-Culver Co. v. F.D.C. Wholesale Catp.U.S.P.Q.2d

1597, 1601 (TTAB 1990) (applicant failéal timely object to introductio of survey results into
evidence, nevertheless, “[w]e hawd course, taken into consideration that Mr. McAuley did not
himself prepare the survey and that his testin@omncerning the survey was, basically, that of
one who had read the survey rather than dme was expert in desigmy survey questions and
interpreting survey results.”)
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I . <" < Bongrain International

(American) Corp.13 U.S.P.Q.2d 1727, 1729 (Fed. Cir. 19@@Jes may only be indicative of

the popularity of the products, rather than recognitif the marks they bea || | | |

F. Exhibit OX 79

The Board should exclude or strike Opgios exhibit OX 79 and any testimony of
Jennifer Raeder-Devens relating thereto becawsecibnstitute inadmissible hearsay and lack
foundation.

OX 79 is a chart entitled “Third Party @petitors” which lists each of Applicant’s
marks and, below each, a chart of third partydpots purportedly competing with the products
offered under Applicant’'s marks. Attachedh@s document are various internet printouts
reflecting the products listed in the chdrts.

The chart is inadmissible hearsay to the extastused to establish that the products
listed therein compete with the products offeradar Applicant’'s marks. It is an out-of-court
statement offered for the truth of the matteseated therein, and, thus, is inadmissible under

Fed.R.Evid. 801 and 802. Likewise, Raeder-Devansin employee of Opposer, not Applicant,

* Opposer did not produce the documents cuisty OX 79 in discovery or identify them —
generally or specifically — in its pretrial disslores. (Martens Decl. § 4, Ex. C.) Accordingly,
OX 79 is subject to exclusion pursuant to 37 C.F.R. § 2.123(e)(3), asSeellWonderbread 5
v. Gilles 115 U.S.P.Q.2d 1296, 1300 (TTAB 2015) (Bostraick all exhibits to trial testimony
because respondent “failled] to summarize “thesyof documents and things [he] intended to
introduce as exhibits to sitestimony.”)
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lacks foundation to testify de which products compete with the products offered under
Applicant’s marks. In fact, Raeder-Devens nesféers such testimonynstead only testifying
that certain of the products kst in OX 79 compete with Oppa&eproducts. (Trial Testimony
of Jennifer Raeder-Devens, 38:8-13 , 4025041:22-42:5, 43:3-6.Notably, certain of
Applicant’s products offered under its marks r@ma development and/or have not been
commercialized yet, and, thus, do haive competitors in the marketplace.

G. Notice of Reliance re: Third Party Registrations (Dkt No. 50)

Opposer’s Notice of Reliance offering printswif third party regisations of marks for
surgical drapes, medical dressings, and skin paéipas, or products relatedereto, is irrelevant
to whether Applicant’s marks are likely to benfused with Opposer’s marks. Opposer does
not, and cannot, represent that tiséel third party registrationsfiect each and every registered
mark for surgical drapes, mediaikssings, and skin preparatioosproducts related thereto, or
products containing chlorhexidinéd\bsent any such representation, liseis meaningless. It is
akin to a list of all the indiduals named “Robert” living in LsoAngeles as proof that no one
named “Stephen” lives in Los Angeles. The nfex that third parties use various marks for
surgical drapes, medical dressings, and skepgmations, or productslaged thereto, is not
relevant to the consideration of the issue d#lihood of confusion. Thehird party registrations
are merely a distraction and ilggant to the issue at hand.

H. Notice of Reliance re: Opposes CHLORAPREP MAX-TINT ORANGE
Application (Dkt No. 48)

Opposer’s Notice of Reliance offering Oppos application to register CHLORAPREP
MAX-TINT ORANGE into evidencaes irrelevant tdhe issues at bar and, thus, should be
excluded. Opposer states that it offeredapylication status to demonstrate Opposer’s

continued interest in and development & @HLORAPREP mark. pplicant, however does
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not dispute that Opposer maintains an intaress CHLORAPREP mark. It has not petitioned
to cancel the CHLORAPREP mark dnallenged Opposer’s standing.

Additionally, Opposer’s agggation to register CHLEAPREP MAX-TINT ORANGE
has no bearing on the issue of confusiothia case. The CHLORAPREP MAX-TINT
ORANGE application is irrelevd to Opposer’s argument thabwns a family of CHLORA-
prefixed marks. The application was filed wetieafApplicant filed its applications at issue and
was filed on an intent-to-use basis. As discussed in Applicant’s Trial Brief, “[t]o establish a
family of marks, opposer must prove that, ptmapplicant's first use of its mark, opposer
established its family of marks.Citigroup Inc. v. Capital City Bank Group In@4 U.S.P.Q.2d
1645, 1647 (TTAB 2010). Accordingly, the applicatmannot be used totablish that Opposer
owns a family of marks.

Dated: October 5, 2015

Respectfullysubmitted,
SHEPPARD, MULLIN,RICHTER & HAMPTON LLP
By /sl Lisa M. Martens

LISA M. MARTENS
PAUL A. BOST

Attorneys for Applicant
ENTROTECH LIFE SCIENCES, INC.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of application Serial Nos.:

85/499,349 for the mailRHLORADERM
85/499,345 for the marRHLORABSORB
85/499,337 for the marRHLORABOND
85/499,332 for the marHLORADRAPE

Filed on December 19, 2011
Published in th®©fficial Gazetteon May 29, 2012

CAREFUSION 2200, INC.,
Opposer

Combined Opposition Proceeding No.: 91-206,212

2

ENTROTECH LIFE SCIENCES, INC,,

Applicant

DECLARATION OF LISA M. MARTENS

[, Lisa M. Martens, hereby declare and state as follows:

1. | am a Partner with the law firm of Sheppard Mullin Richter & Hampton LLP,
which represents Applicant Enteath Life Sciences, Inc. (“Apmant”) in this proceeding. | am
duly licensed to practice law in the states of @atifa and Illinois, and am authorized to practice
before the Trademark Trial and Appeal Boardhaf United States Patent and Trademark Office.
| have personal knowledge of tliacts stated in this decldi@n and can and would testify
truthfully thereto ifcalled upon to do so.

2. Annexed hereto aBxhibit A is a true and correct copy of Opposer’'s Rebuttal

Disclosures as served on June 5, 2015.
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3. Annexed hereto aBxhibit B is a true and correcopy of Opposer’s Notice of
Rebuttal Testimony Deposition of Carol Schultz, RN.

4, Opposer did not produce a chart entitt@étird Party Competitors” constituting
OX 79 in discovery or identify such a chart, ayaompetitors — generally specifically — in its
pretrial disclosures. Annexed heretoEadhibit C is a true and correct copy of Opposer’s Pre-
Trial Disclosures.

| declare under penalty perjury under the laws of éhUnited States of America

that the foregoing is true and correct to ltiest of my personal kndedge and understanding.

Executed October 5, 2015, at San Diego, California.

/s/ Lisa M. Martens
Lisa M. Martens
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EXHIBIT A



IN THE UNITED STATES PATENT AND TRADEMARK OFF ICE
BEFORE THE TRADEMARK T RIAL AND APPEAL BOARD

IN THE MATTER OF Trademark Applcation Seial Nos. 85/499349; 85/499345; 85/499337
and 85/499332
DATE OF PUBLICATION: May 29, 2012
CareFusion 2200, Inc.,
Opposer,
V. Combined Opposition No.: 91206212
Entrotech Life Scierces, Inc., |
Applicant.

REBUTTAL DISCLOSURES OF
OPPOSER CAREFUSION 2200, INC.

Purisuant to Rule 2.121(e) of the Rules of Rreg of the Taderark Trial and Apgeal
Board and F.R.C.P. Z6)(3), Opposer Cafusion 2200, Inc(* CaeFusion”) makes the

following rebuttaldisclosues:

Identification of individuals likely to give testimony as witnesses:

A. Jennfer Raaler-Devens
Vice Resident, R&D Engneering Management
CareRusion Corporaon

Ms. Raaler-Devenswill rebut testimony provided by George Holinga regarding the
incise drape development projectdtestimony provided by Jim McGuire regarding
CareFusion’s abilities with respect to the development and commercializatiedafal
products.

B. Carol Schultz, RN
Regional Director of Quality
Lakeshore Region of Presence Health
2900 N. LakeshorBrive
Chicago, IL 60657

Ms. Schultz will rebut testimony provided by Jim McGuire regardetggnition of the
ChloraPrep brand by medical professionals.



All witnessesare represented by counsel for CareFusion and may be contacted only
through CareFusions’s counsel in this matter.

Respedfully submited,
DREITLERTRUE LLC

/Joseph R. Btler/

Joseph R. Bitler

Mary R. True

19 E. Kossuth St.

Columbus, OH 43206

Telephone: 614496677

E-mal: jdreitler@ustadenarklawyer.com
E-mal: mtrue@ustadenarklawyer.com

Attorneys for Opposer
CareFusion 2200, Inc.

Dated: June 5, 2015


mailto:jdreitler@ustrademarklawyer.com
mailto:mtrue@ustrademarklawyer.com

CERTIFICATE OF SERVICE

This will cettify that on the 5th day afune 2015, a true and c@at copy of the
Rebuttal Disclosures of Opposer CareFusion 2200, Inc. was fved via e-ma to
hickey@fr.com.

/Joseph R. Betler/
\Joseph R. Beitler




EXHIBIT B



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF Trademark Application Serial Nos. 85499349; 85499345; 85499337
and 85499332

DATE OF PUBLICATION: May 29, 2012
CareFusion 2200, Inc., )
)
Opposer, ) Combined Opposition No. 91206212

V.

Entrotech Life Sciences,

N N N N N

Applicant.

NOTICE OF REBUTTAL TESTIMONY DEPOSITION OF CAROL SCHULTZ, RN

PLEASE TAKE NOTICE that pursuant to 37 C.F.R. § 2.123Dpposer CareFusion
2200, hc.will take the rebuttal testimorgeposition upon oral examination @éarol
Schultz, RN, Regiondirector of Quality, Lakeshore Region of Presence Hedalb
deposition testimony will beecorded by stenographic means at the officéd¢ain
Pedody, Three First National Plaza, 70 West Madison, Suite 3500, Chicago, IL 60&602.
Schultzwill rebut testimony providetly Jim McGuire regardingecognition of the
ChloraPrep brand by medical profession@lse deposition will commence at00 pm on

Tuesday, June 23, 2015. If necessary, the deposition will be adjourned until completed.



Dated: June 9, 2015 Respectfully submitted,

/s/Mary R. True

Mary R. True

Joseph R. Dreitler
DREITLER TRUE LLC

19 E. Kossuth St.
Columbus, Ohio 43206
Telephone: (614) 449-6642

Email: [dreitler@ustrademarklawyer.com
mtrue @ustrademarklawyer.com
Attorneys for Opposer CareFusion 2200, Inc.

CERTIFICATE OF SERVICE

| hereby certify that a true and correct copy of the foregoing has been served
electronic mail upon Applicant’s attorney of record in this proceeding ontthda9 of June,
2015 to the following email address: hickey@fr.com.

[s/ Mary R. True
Mary R. True



mailto:jdreitler@ustrademarklawyer.com
mailto:mtrue@ustrademarklawyer.com

EXHIBIT C



IN THE UNITED STATES PATENT AND TRADEMARK OFF ICE
BEFORE THE TRADEMARK T RIAL AND APPEAL BOARD

IN THE MATTER OF Trademark Applcation Seial Nos. 85/499349; 85/499345; 85/499337
and 85/499332
DATE OF PUBLICATION: May 29, 2012
CareFusion 2200, Inc.,
Opposer,
V. Combined Opposition No.: 91206212
Entr otech Life Scierces, Inc., |
Applicant.

PRETRIAL DI SCLOSURES OF
OPPOSER CAREFUSION 2200, INC.

Purisuant to Rule 2.121(e) of the Rules of Rreg of the Tadermark Trial and Appeal
Board and F.R.C.P. Z6)(3), Opposer Cafusion 2200, Inc(* CaeFusion”) makes the

following pretrial disclosues:

Identification of individuals likely to give testimony as witnesses:

A. Jan Qeidenberg
Vice Resident, Markéing Managr
CareRusion Corporaion

Mr. Creidenbergmay testifyon the uses of Oppess topicd antimicrobial
produds, including produts keaing the CHLORA _formaive marks, includinginformation on
the persons who usthem, how theyare used, fowhat purpossandwhat other produs are
often used in connection with Op@r's products; Oppasr’s advertising, marketing and
promotion of Oppaar’s topicd antimicrobial produds, including produts keaing the
CHLORA formative marks; Opposr’s sales of produds kearing the CHLORA formative
mairks, includinginformation on the rarketing channels in which such prodsare ad\ertised,
marketed, promoted and/or sold and cotitpee antimicrobid products, and information
recarding plans for the introduction of new togi antimicrobid produds, including produts
beaing the CHLORA _ form@ve marks.



Mr. Creidenbergmay also testifyegarding the busissrelationship bieveen Opposer
(and itrelated compangaeFusion 213 LLC) and Apméant’'srelated entityEntrofoor Medcd,
LLC, for the purpose dEntrofoor Medic#, LL C developing and mafacturing chlorhexidine
drape for GareFusion 2200 to tenseand distibute.

B. Colleen Glynn
Diredor, Marketing and Product Management
CareRusion Corporaon

Ms. Glynn may testifyon how Opposes topcd antimicrobial produts,including
produds beaing the CHLORAforméve marks, are sold, to whom and theprices,and on
totd sales ofOppo<er’s topcd antimicrobid products, includingproduds beaing the
CHLORA _ formaive marks.

C. Jenrfier Raeder-Devens
Vice Resident, R&D Engneering Management
CareRusion Corporaon

Ms. Raeder-Devensmay testifyon the development and research euted with
Oppo=r’s topcd antimicrobid products, ad on phns for the introduction of new taal
antimicrobid produds, including produts keaing the CHLORA _ formive marks.

Ms. RaedeiDevensmay also testifyegardinghe businesrelationship bieveen Opposer
and Applcant'srelated entityEntrofoor Medcd, LLC, for the purpose dEntrofoor Medica,
LLC developing and nmafacturing chlorhexidine dape for GareFusion 2200 to tenseand
distribute.

D. Dr. John Foor, M.D.
Medical Consultant
Entrotech Life Sciences

Dr. Foor may testify about the recognition of the Chloraprep brand in the madigaiés
community, his personal knowledge of the Chloraprep brand, and about the formation of
Entrofoor Medical LLC and its business relationship with Oppdeerthe purpose dEntrofoor
Medicd, LLC developing and mafacturing chlorhexidine dape for Garerusion 2200 to Gense
and distribute.

All witnesses with the exception of Dr. Foor, are represented by counsel for CareFusion
and may be contacted only through CareFusions’s counsel in this matter.



I. De<ription of Documents Upon Which Opposer May Rdy

Examples of adertising, marketing and pomotiond matenals for Oppogr's topicd
antimicrobid produds, including produts beaing the CHLORA _ formiéwve marks

Evidence of adertising and narketing expenditues for Oppos€ s topcd antimicrobid
produds, including produts keaing the CHLORA _ formive marks

Evidence regrding the dollar amount of sales of Oppos topcd antimicrobid
produds, including produts beaing the CHLORA _ forméive marks

Evidence regrding the channels ofade for the sales of Oppase topcd antimicrobid
produds, including produts keaing the CHLORA _ formive marks

Examples of produts keaing Opposeis CHLORA _ formaive marks

File histay from USPTO on Opposr's CHLORA__ formaive marks

Documents relating to the business relationship between Qpptated entity
CareFusion 213, LLC ad arelated entityto Applicant, Entrofoor Medid, LLC.

Respedfully submited,
DREITLER TRUE LLC

/Joseph R. BEtler/

Joseph R. eitler

Mary R. True

19 E. Kossuth St.

Columbus, OH 43206

Telephone: 614496677

E-mal: jdreitl er@ustademarklawyer.com
E-mal: mtrue@ustadenmarklawyer.com

Attorneys for Opposer
CareFusion 2200, Inc.

Dated: February 5, 2015
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CERTIFICATE OF SERVICE

This will cettify that on the 5th day dfebruary 2015, a true and caat copy ofthe
Pretrial Disclosures of Opposer CareFusion 2200, Inc. was ived via e-mato
hickey@fr.com.

/Joseph R. Betler/
Joseph R. Beitler




CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of the foregoing document has this 5th day
of October, 2015 been mailed by electronic mail, as agreed to by counsel for the parties, to

Opposer’s counsel of record:

Joseph R. Dreitler, Esq.

Mary R. True, Esq.

DREITLER TRUE, LLC
idreitler@ustrademarklawyer.com
mtrue @ustrademarklawyer.com
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